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REMARKS 

Reconsideration and withdrawal of the rejections of this application and consideration 
and entry of this paper are respectfully requested in view of the herein remarks, which place the 
application in condition for allowance. 

I. STATUS OF CLAIMS AND FORMAL MATTERS 

Claims 1-20 are pending in this application with the addition of new claims 13-20. It is 
believed that the objections and 112, rejections of the claims have been overcome by further 
converting the claim style from European/PCT convention to U.S. convention. 

New claims 13 and 14 reinsert the subranges deleted from claims 12 and 1 respectively. 
New claims 15-18 are similar to claims 4-7 but ultimately depend upon claim 2 rather than claim 

I. New claim 19 adds the claim language of claim 3 into claim 18. New claim 20 adds the range 
of claim 14 into claim 19. No new matter has been added by this amendment. 

It is submitted that the claims, herewith and as originally presented, are patentably 
distinct over the prior art cited in the Office Action, and that these claims were in full compliance 
with the requirements of 35 U.S.C. § 112. The amendments of the claims, as presented herein, 
are not made for purposes of patentability within the meaning of 35 U.S.C. §§§§ 101, 102, 103 
or 112. Rather, these amendments and additions are made simply for clarification and to round 
out the scope of protection to which Applicants are entitled. 

II. THE CLAIM OBJECTIONS ARE OVERCOME 

Claims 5-7 and 12 were objected as being improper for having multiple dependent claims 
depending on other multiple dependent claims. The amendments to the claims are believed to 
address this objection. Reconsideration and withdrawal of the objections are requested. 

III. THE 35 U.S.C. 112, 2 nd PARAGRAPH REJECTIONS ARE OVERCOME 

Claims 1-4 and 8-11 were allegedly vague and indefinite for failing to particularly point 
out and claim the subject matter which the applicants regard as their invention. 

While the applicants do not agree to this position, it is believed that the amendments 
which serve to further move the claim language from European/PCT conventions to U.S. 
conventions serves to render this rejection moot. 
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IV. THE 35 U.S.C. 102(b) REJECTION HAS BEEN OVERCOME 

Claims 1-3 and 9 were rejected as being anticipated by Bolinski et al. (U.S. Patent 
4,744,816 - "Bolinski"). Reconsideration of the claims as amended is respectfully requested. 

In order for a claim to be anticipated by a reference, it must describe every element of the 
applicants' claimed invention AND the identical invention must be shown in as complete detail 
as is contained in the applicants' claims, see MPEP 2131. 

Claim 1 includes the process steps (a), (b) and (c), but also includes the more specific 
process steps (al), (bl) and (cl) and the proviso at the end of claim requires that at least one of 
(al), (bl) or (cl) be performed as part of the claimed invention. These specific portions of claim 
1 are isolated below: 

"(al) ammonolyzing the compound of the formula (II) to give the compound of formula (III) 
and carrying our the reaction in an organic solvent mixture comprising 

(1) one or more optionally halogenated aromatic hydrocarbons [solvent(l)] and 

(2) one or more polar aprotic solvents [(solvent (2)] 
in a weight ratio of solvent (Insolvent (2) of 20:1 to 1:1; 

(bl) in the case X* = halogen, reacting the resulting compound (III) with or without 

intermediate isolation with phosgene to give the phenylsulfonyl isocyanate of the formula 
(IV) and carrying out the reaction with phosgene in an organic solvent in the presence of 
an isocyanate of the formula R^NCO as catalyst, where R 1 is a hydrocarbon radical 
which is unsubstituted or substituted, or a mixture of a plurality of these isocyanates as 
catalyst without addition of an amine base; 

(cl) reacting the resulting compound (IV) with or without intermediate isolation in an organic 
solvent with an amine of the formula (V) to give the compound of the formula (I) or a salt 
thereof, and carrying out the reaction in a solvent mixture of an optionally halogenated 
aromatic hydrocarbon having a boiling point of more than 110° and a polar aprotic 
solvent; 

where at least one of the steps (al) to (cl) is carried out in the process." 

Bolinski fails to teach the organic solvent mixture or the weight ratio of 
solvent(l):solvent(2) as defined in step (al). Even if it is argued that somehow the scope of 
Bolinski would encompass the teaching of (al) this would hardly be deemed to be shown in as 
complete detail as is contained in the applicants' claims by one of ordinary skill in the art. 
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Bolinski also fails to teach the case of using an isocyanate R ] -NCO as a catalyst in step 
(bl) when X* is halogen. Bolinski makes no teaching or suggestion that these catalysts were 
necessary and offers no direction for one of ordinary skill in the art to seek the solution invented 
by the applicants when R ! -NCO as a catalyst are not used (see comparative examples 5b and 6b 
on pages 19 and 20 of the specification). Moreover, Bolinski fails to teach or suggest the 
reaction of a benzenesulfonamide with phosgene in the presence of an aliphatic isocyanate 
without the addition of the amine catalyst, as set forth in the amended claims. 

Bolinski also fails to teach the using solvent mixture of an optionally halogenated 
aromatic hydrocarbon having a boiling point of more than 1 10° and a polar aprotic solvent as 
defined in step (cl). Similar to the position taken in (al), even if it is argued that somehow the 
scope of Bolinski would encompass the teaching of (al) this would hardly be deemed to be 
shown in as complete detail as is contained in the applicants' claims by one of ordinary skill in 
the art. 

Since at least one of these process steps MUST be part of the applicants' process as 
claimed and Bolinski does not teach any of these three process steps, the standard for 
establishing anticipation has not been met. It is submitted that Bolinski fails to teach or suggest 
the claimed process by failing to teach or suggest any of the claimed steps (al), (bl), and (cl). 

With respect to claims 2 and 3, these claims represent a narrower embodiment of the 
compounds formed by the claimed process and as such are even further removed from being able 
to establish the "complete detail" standard required for obviousness. Claim 9 specifies that step 
(bl) is part of the process and as stated above, Bolinski does not teach the use of isocyanate R l - 
NCO as a catalyst in step (bl) when X* is halogen. 

Therefore, the claims are not anticipated by Bolinski. 

Note: Claims 4, 8, 10 and 11 were not subject to a 102 or 103 rejection. Therefore, it is 

presumed that these claims are allowable if: (1) rewritten in independent form; and (2) 
are free of any objections or 112 rejections. If this interpretation is incorrect or was 
unintended, it is further noted that as the scope of claims 4, 8, 10 and 11, any rejection 
of these claims on 102 and 103 grounds would not be necessitated by the applicants' 
claim amendments and hence the rejection cannot be made final. 
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REQUEST FOR INTERVIEW 



In the interest of adhering to the tenets of compact prosecution and obtaining good 
customer service (see page 7 of the FY-2004 Performance and Accountability Report), the 
applicants request that the teachings of MPEP 707.07(j), sections II and III be applied, especially 
with regard to the offer of suggestion for correction by the Examiner if the rejections are upheld. 

In accordance with MPEP 713.01, section III, should any issue remain as an impediment 
to allowance, an interview with the Examiner and SPE are respectfully requested; and, the 
Examiner is additionally requested to contact the undersigned to arrange a mutually convenient 
time and manner for such an interview ("An interview should normally be arranged for in 
advance, as by letter, facsimile, electronic mail, telegram or telephone call, in order to insure that 
the primary examiner and/or the examiner in charge of the application will be present in the 
office." Id.). 



In view of the remarks and amendments herewith, the application is believed to be in 
condition for allowance. Favorable reconsideration of the application and prompt issuance of a 
Notice of Allowance are earnestly solicited. The undersigned looks forward to hearing favorably 
from the Examiner at an early date, and, the Examiner is invited to telephonically contact the 
undersigned to advance prosecution. The Commission is authorized to charge any fee 
occasioned by this paper, or credit any overpayment of such fees, to Deposit Account No. 50- 



CONCLUSION 



0320. 



Respectfully submitted, 

FROMMER LAWRENCE & HAUG LLP 




Marilyn M. Brogan Howard C. Lee 
Reg. No. 31,233 Reg. No. 48,104 
Telephone: (212) 588-0800 
Facsimile: (212) 588-0500 
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